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DETAILED ACTION 



Continued Examination Under 37 CFR LI 14 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1 . 1 14, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on January 30, 2007 has been entered. 

Claim Status 
Claims 1-19 and 21-26 are currently pending. 
Claim 20 has been voluntarily canceled by the Applicant. 



Foreign Priority 

Receipt is acknowledged of papers submitted September 26, 2003, under 35 
U.S.C. 1 19(a)-(d), which papers have been placed of record in the file. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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Claims 1-5 and 10-14 are rejected under 35 U.S.C. 102(b) as being anticipated by the 
Miyazaki (JP 2002- 1 1 7644 A). 

As per claim 1, the Miyazaki (JP 2002-1 17644 A) discloses a recording medium cartridge 
comprising: a cartridge case (1); a recording medium (e.g., tape (3) wound around tape reel) 
housed in the cartridge case (1); and a cartridge memory (11) comprises an IC chip and an 
antenna (one of the antennae 12, which are separate from the chip (1 1) by being on another chip 
board, or spaced from the chip (1 1) by material (10a) as seen in Figure 3) electrically connected 
to said IC chip (11); and wherein said antenna (12) is spaced apart from said IC chip (1 1) - (one 
of the antennae 12, which are separate from the chip (1 1) by being on another chip board, or 
spaced from the chip (1 1) by material (10a) as seen in Figure 3); said IC (1 1) is formed on an IC 
chip board (10a) and the antenna (12) is spaced apart from the IC chip board (10a) (e.g. the 
antenna mounted on a separate underlying portion (10b)). 

As per claims 2, 3 and 4, 5, the product by process limitations in these claims (e.g., 
"wherein said antenna is a printed antenna" (i.e., formed by printing) "said antenna is printed 
with a conducting paste," "printed,") are directed to the product per se, no matter how actually 
made, In re Hirao, 190 USPQ 15 at 17(footnote 3). See also In re Brown, 1 73 USPQ 685; In re 
Luck, 177 USPQ 523; In re Fessman, 180 USPQ 324; In re Avery, 186 USPQ 161; In re 
Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal with this issue;; In re Marosi et-al; 218 
USPQ 289; and particularly In re Thorpe, 227 USPQ 964, all of which make it clear that it is the 
patentability of the final structure of the product "gleaned" from the process limitations or steps, 
which must be determined in a "product by process" claim, and not the patentability of the 
process limitations. Moreover, an old or obvious product produced by a new method is not a 
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patentable product, whether claimed in "product by process" claims or not. Note that the 
applicant has the burden of proof in such cases, as the above case law makes clear. 

Additionally, as per claims 4, 5, the antenna (12) is on a surface of said cartridge case (1) 
(e.g., interior surface of case). 

As per claims 10-14 (and also claims 15-18, rejected, infra), wherein said antenna (12) is 
arranged at a corner inside said cartridge case (1) - see FIG. 1 and FIG. 2. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 6-9 and 15-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miyazaki (JP 2002-1 17644 A) in view of Tanimura et al. (JP 10-214477 A). 
See the discussion of Miyazaki (JP 2002-1 17644 A), supra. 
As per claims 15-18, see the rejections of claims 10-14, supra, 

As per claims 6-9, Miyazaki (JP 2002-1 17644 A) does not expressly disclose wherein the 
antenna is overcoated, or as per claim 19, wherein the cartridge comprises a plurality of said 
antennas or IC chips. 

Such antenna overcoatings and/or wherein the cartridge comprises a plurality of said 
antennas or IC chips are notoriously old and well known and ubiquitous in the art; as just one 
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example, Tanimura et al. (JP 10-214477 A) is cited to show an analogous tape cartridge having 
an analogous IC and antenna affixed to the cartridge, wherein the antenna is overcoated by 
layers (12-15) individually, or collectively and as per claim 19, wherein the cartridge memory 
comprises a plurality of said antennas or IC chips (e.g., 20a, 20b), 

Given the express teachings and motivations, as espoused by Tanimura et al. (JP 10- 
214477 A ), it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the antenna of Miyazaki (JP 2002-1 17644 A) as being 
overcoated, as per claims 6-9, and/or wherein, as per claim 19, wherein the cartridge comprises 
a plurality of said antennas or IC chips, as is expressly disclosed and suggested by Tanimura et 
al. (JP 10-214477 A). 

The rationale is as follows: one of ordinary skill in the art would have been motivated to 
provide the antenna of Miyazaki (JP 2002-1 17644 A) as being overcoated, as per claims 6-9, 
and/or wherein, as per claim 19, wherein the cartridge comprises a plurality of said antennas or 
IC chips, as is expressly disclosed and suggested by Tanimura et al. (JP 10-214477 A) in order 
to adequately reinforce the antenna and/or protect it by adding overcoating layers, and to 
further provide increased recording capacity by providing multiple IC memories, as discussed 
and suggested by Tanimura et al. (JP 10-214477 A)., 

Response to Arguments 

Applicant's arguments filed November 30, 2006 have been fully considered but they are 
not persuasive. 

The Applicant states at page 7 of the Response filed on November 30, 2006: 
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The subject matter of claim 20 has been incorporated into claim 1 and claim 
20 has been canceled. Claim 1 recites a recording medium cartridge which 
includes, among other things, an antenna spaced apart from an the IC chip 
board on which the IC chip is formed. The Examiner asserts that the 
antenna 12 on wall 10b is spaced apart from the board 10a on which the IC 
chip 1 1 is formed. However, as shown in the figures, walls 10a and 10b are 
part of the same continuous substrate 10. Therefore, Miyazaki does not 
teach an antenna 12 which is spaced apart from the IC chip board, but only 
antenna 12 which are on the same substrate 10 as the IC chip 1 1 . 

As set forth in the rejection, supra, Miyazaki (JP 2002-1 17644 A) discloses an IC chip 
and an antenna (one of the antennae 12, which are separate from the chip (1 1) by being on 
another chip board, or spaced from the chip (1 1) by material (10a) as seen in Figure 3) 
electrically connected to the IC chip (11), wherein the antenna (12) is spaced apart from the IC 
chip (1 1) - (one of the antennae 12, which are separate from the chip (1 1) by being on another 
chip board, or spaced from the chip (1 1) by material (10a) as seen in Figure 3). The IC (1 1) is 
formed on an IC chip board (10a) and the antenna (12) is spaced apart from the IC chip board 
(10a) (e.g. the antenna mounted on (10b), which is separated or spaced from the IC and its 
underlying board). 



Allowable Subject Matter 

Claims 21-26 are tentatively considered allowable over the art of record, pending an 
updated search, amendments or arguments presented by the Applicant and considered by the 
Examiner in reply to this office communication. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William J. Klimowicz whose telephone number is (571) 272- 
7577. The examiner can normally be reached on Monday-Thursday (6:30AM-5 :00PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hoa Thi Nguyen can be reached on (571) 272-7579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Williaml. KlViowicz 
Primary Examiner 
Art Unit 2627 

WJK 



